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Uc ma rks/Argu men frs : 

Claims I - 28 and 33 - 1 12 arc pending in Ihc case. 

The Office Action has rejected all claims under 35 USC 103(a) as being obvious over 
US, Potent No. 6,1 15,509 to Yeskel in view of U.S. Patent No. 5,81 9,236 to Joscphson. 

The Kxaroiner's Rejections Under 35 ILS.C, 103(a^ Should Be W ithdrawn 

1 . The OlTico Actio n Does No t Properly Com mu nicate The B a sis For the Re jection. 

The MPUP requires that all rejections should bo completely and clearly communicated so 

lhat the applicant can be given a fair opportunity to reply. Sec, generally, MPF,P 707,07; see also 

MPJIP 706.02(j). A rejection under Section 103 must meet certain specific requirements: 

After indicating that the rejection is under 35 U.S.C. 103, the 
examiner should set forth in the Office action: 

(A) the relevant teachings of the prior art relied upon, 
preferably with reference to the relevant column or page number(s) 
and line mimber(s) where appropriate, 

(B) the difference or differences in the claim over the 
applied reference^ 

(C) the proposed modification of the applied rcfcrence(s) 
necessary to arrive at the claimed subject matter, and 

(D) an explanation why one of ordinary skill in the art at 
the time the iuvention was made would have been motivated to 
make the proposed modification. 

MPKP 706.02G). 

The initial burden is on the examiner to provide an explanation of why one of ordinary skill in 
the art at the time the invention was made would have been motivated to make the proposed 
modification, MPBP2142: 

The initial burden is on the examiner to provide some suggestion 
of the desirability of doing what the inventor has done. 'To support 
the conclusion that the claimed invention is directed to obvious 
subject matter, cither the references must expressly or impliedly 
suggest the claimed iuvention or the exa m iner must pr es ent a 
gnjivjncjng line of reasoning as to why the arti san would have 
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fonndjhc clajmcd in veiition to h ave been obvious i n light of the 
tea chings o f t he references / Ex parte Clupp> 227 USPQ 972, 973 
(lid. Pat. App. & Inter. 1985), 

MPEP 2 1 42 (emphasis added). 

The non final Office Aclion mailed on April 19, 2004 (the "April 2004 Office Action 1 ') 
stated that "it would have been obvious lo one of ordinary skill in the art at Ihc time the invention 
was made to include the capture of the data structures of on-us item, a cash letter and all items 
database as taughl in Josephson into Yeskel inord cr to provide the s tori ng and archivin g system" 
(emphasis added). Tit response to the April 2004 Office Action, Applicant first argued that it did 
not include u clearly stated, convincing line of reasoning as to the motivation to combine the 
references. Specifically, Applicant argued that the staled rationale, "to provide the storing and 
archiving system/* was vague and indefinite and therefore, denied applicant a fair opportunity to 
respond. 

The present final Office Action did not address Applicant's argument set forth in the 
preceding paragraph and in Applicant's Reply to the April 2004 Office Action. Rather, the final 
Office Aclion simply states, "Applicant's arguments filed 09/28/24 have been fully considered 
but they are not persuasive," and asserts a new* equally vague and definite rationale for 
combining the references, namely, "to allow appropriate trade oils to be made between 
performance and cost." Once again, a rationale for combining references that is so vague, 
indefinite and generic denies Applicant a fair opportunity to respond. 

Furthermore, the present final Office Action contains numerous typographical and/or 
grammatical errors. As a result, Applicant has experienced great difficulty in discerning Hie 
meaning of the Kxamincfs Response lo Arguments and rationale for concluding that Applicant's 
arguments set forth in response to the April 2004 Office Action are "unpersuasive " Specifically, 
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ami by way of example, set forth below arc statements from the third paragraph of the Response 
1o Arguments, which arc reproduced below exactly as set forth in the final Office Action, and 
Applicant's discernment of the intended statements by (he Examiner: 

• "Ycskcl suggests an archive subsystem that for [sic] a portion of a larger image 
archive and retrieval system (col, 4, lines 60-62.)" As best Applicant can discern, 
the Examiner intends to state that "Ycskcl suggests an archive subsystem that 
is.a portion of a larger image archive and retrieval system (col. 4, lines 60-62.)" 

» "YcskcPs system also captures the checks and store [sic] in the archive devices 
[sicl 27 wherein the front and the back of the checks are two different data 
structures as [sic] stored in the archive device." As best Applicant can discern, 
Ihe Examiner intends to state that "Yesket's system also captures the checks and 
store^thc cliecks in the archive devices 27, wherein the front and the back of the 
checks are two different daUi structures as thaL^re stored in the archive device." 

* "Hie concept of capturing and storing of di ffcrent data structure [sic] is taught by 
Yeskel, however, Josephson's system also [sic] the check capturing system 
wherein the capturing including [sio] on us item* [sic] (coh 8 lines 24-29), 'a cash 
lotler' (col. 8 lines 39-40) and [sic] "all items database' (320, fig- 330)." As best 
Applicant can discern, the Examiner intends to state that 'The concept of 
capturing and storing of different data structures is taught by Ycskcl, however, 
Joscphson's system also teaches the check capturing system wherein the capturing 
wltkKng Incliideonlon us item* (col. 8 lines 24-29), <a cash letter* (col. 8 lines 
39-40) and an 'alt items database* (320, fig. 330)-" 
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• "Since, [sic] both system [sic] are in the same field of endeavor, therefore, [sic] 

the modifying [sic] multiples [sic] data structure [sic] to include the [sic] a cash 

letter and all items database as disclosed by Jo$ephson would be able to [sic] 

allow Appropriate trade offs to be made between performance and cost." As best 

Applicant can discern, the Examiner intends to state that w Since[J both systems 

are in the same field of endeavor, therefo re, tho modifying multiples data 

structures lo include lite a cash letter and all items database as disclosed by 

Joscphson would bo-able-te allow appropriate trade offs to be made between 

performance and cost" 

As set forth above, Applicant lias attempted to discern the Office Action's intended 

moaning, but it is simply unfair for the Applicant to have to do so. 

A, The Office Action Has Not Met the Burden of Establishing a Prima Facie 
Case of Obviousness With Respect to Independent Claims K 18 and 89. 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, cither in the references themselves or in tbe 
knowledge generally available to one of ordinary skill in the art> to modify the reference or to 
combine'refcrence teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. MPliP2143. 

The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both bo found in the prior art, not in Applicant's disclosure. In re 
Vaeck, 947 F,2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 
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2. The re Is No Sug gestion or M oti vation To Comb i ne Yeskcl and Josephson 

The MPIiP provides that K [t]here arc three possible sources for a motivation to combine 

references: the nature of the problem to be solved, the teachings of the prior art, and the 

knowledge of persons of ordinary skill in the art." In re Roujfet, 149 F.3d 1350, 1357, 47 

USPQ2d 1453, 1457-58 (Fed. Cir, 199S) (The combination of the references taught every 

element of Ihc claimed invention, however without a motivation to combine, a rejection based on 

a prima facie, case of obvious was held improper.). Sec MPEP 2143.01 . 

As best Applicant can discern, the final Office Action appears to assert a new reason for 
combining the Yeskcl and Joscphson references, namely, combining the Ycskel and Josephson 
references would allow appropriate trade offs between performance and cost. Applicant 
respectfully submits that ibis purported motivation to combine the references docs not include a 
clearly slated, convincing line of reasoning. The stated rationale, to "allow appropriate trade offs 
jo be made between performance and cost," is so vague, indefinite and generic that it denies 
Applicant a fair opportunity to respond. 

Indeed, there is no suggestion or motivation to combine Ycskel with Josephson because 
Yeskcl is directed to a syslem and method of identi fying images of items, such as bank checks, 
that arc of suspect quality, whereas Josephson is directed to a system and method for providing 
advance notice of presentment returns due to account restrictions. A person skilled in the art of 
check image processing would not be motivated to consider teachings related to check 
presentment in order to improve the method of identifying images of suspect quality. Applicant 
made this argument in its response to the April 2004 Office Action, but the present final Office 
Action does not address it. 
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O. Even if The Vcskel and Joscphson References Wore Properly Comhinahle, 
The Combined References Do Not Disclose All The Elements of The Claimed 
Invention. As Set Forth in Claims 1, 18 and 89. 

] . Th e Combination of Yc skcl and Joscphson Doe s Not Suggest the Use of 
Multiple Data Structures for a Transaction Data Archive. 

The Ycskcl and Joscphson references, even if properly combinablc, which they are not, 
do not disclose all of the elements of Claims 1, 18 or 89. The Office Action correctly slates that 
Ycskcl loaches a capture system that produces <e onc or more digital images of a document such 
as a chock,'* namely, images of the front and back of the checks. The Office Action then asserts 
tbal"[l]his suggests multiples [sic] data structures/ 1 Applicant disagrees, 

fn response to the April 2004 Office Action, Applicant argued that the multiple data 
structures limitation of Claims 1,18 and 89 ate directed to the transaction data archive element 
of the Claims. Transaction data is information relating to a financial transaction, such as a 
check, for which images may also be captured and stored. In contrast, the so-called '"data 
structures" ussertcdly suggested by Yeskel are directed to image data, not transaction data. 
Thus, even if YcslccPs teaching of producing images of the front and back sides of a check does 
suggest "multiple data structures " with which Applicants disagree, Yeskel still does not suggest 
a transaction data archive having multiple data structures. 

The prcscnl final Office Action simply does not address the argument in the immediately 
preceding paragraph, which Applicant made in response to the April 2004 Office Action, 
Moreover, Applicant has amended Claims 1 > \ 8 and 89 for the sole purpose of clarifying that it is 
the trans action data archive of Claims 1 , 18 and 89 (as opposed to an image data archive) that is 
comprised of multiple data structures, and that the multiple data structures arc comprised of an 
on-us items data structure, an all items data structure and a cash letter items data structure. It 
simply makes no sense to argue that images of the front and back side of a check disclose or 
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even suggest the claimed multiple data structures of the transaction data archive. It appears that 
both the August 2004 Office Action and the present final Office Action fail to appreciate the 
di (Terence between the transaction data archive and the imasse. data archive of the present 
invention. 

Second, the Yeskcl reference, in fact, contains no disclosure whatsoever of the number (a 
single or multiple) of data structures that arc used to archive transaction data. The disclosure of a 
capture system that produces front and back images or a check docs not suggest multiple data 
Structures any more than it suggests a single data structure. Indeed, it does not suggest a data 
structure at all. Moreover, as is known to those ordinarily skilled in the art, data comprising 
front and back images of a check may be stored in either a single data structure or multiple data 
structures. Thus, Applicant disagrees with the Office Action's assertion that the disclosure of 
front and back images of a check suggests multiple data structures, for either a transaction data 
or image data archive. 

2. The Combina tion of Vested and Josephson Does Mot S uggest The I Jso of AnOn- 
Us ftemft Data Structu re, A Cash Let ter items Data Structure and An All Ttems 
D^^Stnycturc, 

The Office Action also states that Josephson teaches an "on-us item " a "cash letter " and 
all items database," The Office Action then asserts, "This suggest [sic] multiple data 
structure [sic] like on-us item, a cash item mid an all items database/' Once again, the Office 
Action docs not properly communicate the basis for the rejection thereby depriving Applicant of 
a fair opportunity to reply. 

In addition, YcskePs disclosure of generating digital images of the front and back of a 
check does not make obvious to one of ordinary skill in the art at the time of the invention the 
use of a transaction data archive comprised of an on-us items data structure, an all items data 
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, structure and a cash letter items data structure. It is the use of these claimed multiple data 
structures lliat provides the advantages afforded by the present invention. As suggested by the 
TJxamiucr, Claims 1, 1 8 and 89 have been amended for the sole purpose oT clarifying thai on-us 
items are items thai are drawn on a financial institution capturing the items, and cash letter items 
are items that are drawn on a financial institution other than financial institution capturing the 
items. 11 is the use of separate data structures for on-us items and cash letter items that allows for 
quicker and more efficient storage and retrieval of item transaction data. 

Moreover, to the extent that the Office Action is taking the position thut Josephson's 
disclosure or an "on-us ilom" a "cash letter/' and "an all items database 5 ' suggests the claimed 
limitation of "a transaction data archive comprised of an on-us items data structure, an all items 
data structure and a cash letter items data structure " Applicant disagrees. Indeed, if anything, 
Joscphsou suggests the use of a single data structure, namely, the "all items database" to store 
information pertaining Lo bolh on-us items or cash lettet items. 

In summary, Ycskel and Joscphson, even if properly combinablc, do not teach or suggest 
nil of the limitations of Claims 1, 18 or 89, Specifically, Yeskcl and Joscphson do not teach a 
transaction data archive having "multiple data structures/' wherein the multiple data structures 
of (he transaction data archive arc comprised of "an on-us items data structure, an all items data 
structure pnd a cash letter items data structure." 

Claims 2-17, all of which depend on Claim 1, and Claims 19-28, 33-88 and 90-112, 
which depend on Claim 1 8, are allowable for the same reasons that Claims 1 and 18 are 
allowable. 

Tn addition, Claim 3 adds the limitation that the image data archive includes and on-us 
items image database and a transit items image database. As discussed in the specification, an 
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on-us item is an item such as a check that is drawn on the financial institution that is also 
capturing the item, and a transit item is an item such as a check that is drawn on a financial 
inslitution other than iho financial institution that is capturing the item. The Office Action rejects 
Claim 3 incorrectly asserting that Yeskel teaches an "image data archive subsystem [that] 
includes an on-line items image database and a transit items image database/* Again, the portion 
of Yeskel cited to support this statement is Figure 3, item 27, "archive storage devices." Yeskel, 
however, never distinguishes between, or even mentions, the storage of image data for on-us 
items versus the storage of* image data for transit items. Thus, Claim 3 is allowable for this 
reason as well. 



Applicant believes that the rejections have been successfully overcome, and the 
application has been placed in condition for immediate allowance of Claims 1-28 and 33 - 1 12. 
Such ;iotioii is respectfully requested. However, if any issue remains unresolved, Applicant's 
attorney would welcome the opportunity for a telephone interview to expedite allowance and 
issue. 



Conclusion 
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